TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1999-1036
Appl i cation 08/644,523

Bef ore ABRAMS, STAAB, and BAHR, Adninistrative Patent Judges.

ABRAMS, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1, 4-22, 26 and 29-34, which
constitute all of the clainms remaining of record in the

appl i cation.
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The appellant's invention is directed to a shear
rei nforcenent systemfor enbedding in a slab floor. The
subj ect matter before us on appeal is illustrated by reference
to claim1, which reads as foll ows:

1. A shear reinforcenent systemfor enbedding in a slab
floor, said system conprising:

el ongat e shear reinforcenment nmenbers positioned
transverse to a plane of a slab floor;

at | east one securing elenent fixedly securing said
el ongat e shear reinforcenent nenbers

said at | east one securing el enent extending transverse
to said el ongate shear reinforcenent nenbers and parallel to
the plane of the slab floor, wherein said at | east one
securing elenent is an elongate rail, having a U shaped cross-
section with sidewalls, receiving a plurality of said elongate
shear reinforcenent nenbers;

wherein said el ongate shear reinforcenent nenbers are
bolts having a first and a second end and wherein at | east
said first end has a head;

said heads inserted into said rail and positive-lockingly
and non-di spl aceably secured by said rail by bendi ng wall
portions of said sidewalls inwardly behind said heads.

THE REJECTI O\

Clainms 1, 4-22, 26 and 29-34 stand rejected under 35

U S C 8§ 112, second paragraph, as being indefinite for

'Rej ections under 35 U.S.C. §8 102(b) and 35 U.S.C. § 103
wer e overcone by an amendnent under 37 CFR § 1.116.
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failing to particularly point out and distinctly claimthe
subject matter which the appellant regards as the invention.

Rat her than attenpt to reiterate the exam ner’s ful
comentary with regard to the above-noted rejection and the
conflicting viewpoints advanced by the exam ner and the
appel l ant regarding the rejection, we make reference to the
Exam ner’s Answer (Paper No. 14) and the Appellant’s Briefs
(Paper Nos. 13 and 15).

OPI NI ON

It is the exam ner’s position that the clains are
indefinite in that it is not clear fromthe claimlanguage
whet her they cover a shear reinforcenent systemor the
conbi nati on of a shear reinforcenent systemand a slab floor.
As the basis for this rejection, the exam ner notes that
al t hough the preanble of each of the independent clains states
that they are directed to “[a] shear reinforcenment systemfor
enbedding in a slab floor” (enphasis added), the body of the
clainms positively recites the slab floor. For exanple, |ines
3 and 4 of claim1 recite “elongate shear reinforcenent

menbers positioned transverse to a plane of a slab floor,” and

lines 7 and 8 recite “said at | east one securing el enent



Appeal No. 1999-1036
Application No. 08/644,523

extending transverse to said el ongate shear reinforcenent

menbers and parallel to the plane of the slab floor” (enphasis

added in both instances). W are not persuaded by the
argunents presented by the appellant, and find ourselves in
agreenent with the exam ner that the nmetes and bounds of the
clainms are not clear. This being the case, we will sustain
the rejection. However, it is our viewthat the claim
| anguage can be nodified to overcone the rejection, and we
wi |l recomrend | anguage to acconplish this bel ow.

| nsofar as the evaluation of the rejection is concerned,
we first point out that because a patentee has the right to
excl ude others from maki ng, using and selling the invention
covered by the patent, the public nust be apprised of exactly
what the patent covers, so that those who woul d approach the
area circunscribed by the clainms of a patent may nore readily
and accurately determ ne the boundaries of protection involved
and evaluate the possibility of infringement and dom nance,
and it is to this that the second paragraph of 35 U S.C. § 112
is directed. See In re Hammack, 427 F.2d 1378, 1382, 166 USPQ
204, 208 (CCPA 1970). According to the preanble of each of

t he i ndependent clainms, the invention is directed to a shear
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rei nforcenent systemfor enbedding in a slab floor. However
fromour perspective, this is not clearly carried through in
the body of the claim where it is stated that the shear

rei nforcenment nmenbers are not nerely positionable with respect

to a slab floor, as would seemto be the thrust of the “for
enbeddi ng” phraseol ogy of the preanble, but are positively
related to a particular slab floor by being positioned with
respect to a plane “of” that slab floor, which suggests that
the floor is part of the claimed invention. This
interpretation is confirmed by the phrase that appears further
on in the clainms, in which another elenent is defined as

extending parallel to the plane of “the” slab floor.

The section of the Manual of Patent Exani ni ng Procedures

(MPEP), and the cases cited by the appellant do not di ssuade
us fromthe above conclusion. MPEP Section 2173.02 states
that the clains should be analyzed in |ight of the disclosure,
the prior art, and the interpretation that would be given by
one of ordinary skill in the art, and goes on to point out
that if the scope cannot be determned “with a reasonable
degree of certainty,” a rejection under the second paragraph

of Section 112 is appropriate. W, |ike the exam ner, are of
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the view that these clainms do not neet the “reasonabl e degree
of certainty” test. Mywving on to the cases cited, the portion
of Vaupel to which the appellant refers on page 4 of the Brief
relates to a nmethod step in which the fabric is guided in such
a manner as to “allow novenent” toward an el ement, which

sinply uses the elenent as a reference point, as distinguished

from bei ng noved toward that el enent, which suggests that the

el enent actually is part of the clained invention. The
situation in Orthokinetics is anal ogous, in that the claim
requires that the device be “insertable” and not inserted

bet ween the door frane and the seats. W further point out in
this regard that in lines 14-15 of claim 16 the appell ant has
avoi ded the problemto which this rejection is directed, in
that he has recited that the invention further conprises

“connectors for fastening said rail to . . . bars of the slab

floor” (enphasis added), which relates the clainmed structure
(the shear reinforcenent system to the unclainmed structure
(the slab floor) wthout giving rise to the uncertainty of
whet her the claimpositively includes the slab floor, as would
have been the case if the | anguage had been sinply “fastening

said rail . . .”
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Pursuant to our authority under 37 CFR 81.196(c), it is
our opinion that the standing rejection of the clains can be
overcome, and the clainms would be allowable, if the follow ng
changes were nade to each of clains 1, 6, 9 and 16

In line 3, change “positioned” to --positionable--.

In line 8 insert --positionable-- after “and”.

SUMVARY

The rejection is sustained.

Pursuant to 37 CFR 8§ 1.196(c), anmendnents have been
suggest ed whi ch woul d overcone the standing rejection under 35
US C 8§ 112, second paragraph, and would, in the absence of
new references or grounds of rejection on the part of the
exam ner, cause the clainms to be all owabl e.

37 CFR 8§ 1.196(c) provides:

Shoul d the decision of the Board of Patent Appeals

and Interferences include an explicit statenent that

a claimmy be allowed in anended form appell ant

shall have the right to anend in conformty with

such statenent which shall be binding upon the

exam ner in the absence of new references or grounds

of rejection.

A statenment pursuant to 37 CFR 8§ 1.196(c) has been nade

in this decision. A tinme period in which appellant may file
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an amendnent for the purpose stated in 8 1.196(c)is hereby set

to expire TWO MONTHS FROM THE DATE OF THI S DECI SI ON
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No time period for taking subsequent action in connection
with this appeal nmay be extended under 37 CFR § 1.136(a).

AFFI RVED;, 37 CFR § 1.196(c)

Neal E. Abrans )
Adm ni strative Patent Judge )
)
)
)
Law ence J. Staab ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Jenni fer D. Bahr )
Adm ni strative Patent Judge )
t dl
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Robert W Becker & Associ ates
11896 N. Hi ghway 14, Suite B
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